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Detailed Action 



1 . The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

Claims 22, 23, 26-29, 32-34, 36, 38 and 39 are rejected under 35 U.S.C. 102(e) 
as being anticipated by Kitada et al. 

With respect to claim 22, Kitada teaches a device, shown by figure 3, for 
processing and printing, comprising: a storage device 69 as claimed; a search device 
62 as claimed; a printing device (user's printer attached to PC 80 according to 
paragraph 42); a data network (55) as claimed; search criterion module( document 
manager 60) having input for search terms (paragraph 38 lines 8-15); a print copy 
scope module (60) for defining a scope of print copy (see paragraph 37, lines 1-6) so 
that a search is implemented according to the criterion of search terms that have been 
input (via user 70 inputting the criteria described at col. 38, lines 11-14 and col. 40, lines 



11-13). 
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With respect to claim 23, Kitada teaches a formatting device (user 70 and 
manager 60), see col. 38, lines 11-14, as claimed. 

With respect to claim 26, Kitada teaches the Internet as the data network. See 
paragraphs 4 and 29, see also figure 2. 

With respect to claim 27, see figure 2. 

With respect to claim 28, the data bank 64 is the storage device. 

With respect to claim 29, Kitada teaches a method for processing and printing 
information, comprising the steps of: searching information at a search station 62 in 
combination with consulting device 67, that is connected via a data network 50, at least 
one information storage device 64, according to search criterion inputted by user 70; 
formatting device (user 70 and manager 60), see col. 38, lines 11-14; and printing step 
implemented by printing device (user's printer attached to PC 80 according to 
paragraph 42) for printing the print copy. 

With respect to claim 32, Kitada teaches outputting a message of an anticipated 
cost of a printed coy order (see paragraph 32 (entire), para. 33 (middle) and para. 34 
(bottom), regarding the cost of printed copy order and receiving a confirmation of the 
order, see para. (33 bottom). 
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With respect to claim 33, Kitada teaches formation of documents, according to 
the top of para. 37. The binding feature is inherently a stapling process known in high- 
end performance printers and copiers. 

With respect to claim 34, it is inherent within the Kitada that the definite range of 
criterion is set by the user. Results outside the criterion are not regarded. 

With respect to claim 36, the ambiguities are criterion not designated by the 
operator. 

With respect to claim 38, Kitada teaches sending identified search results from 
a user 70 to a storage device 64 to a search station, 62 from an interrogation (document 
manager 60 or device 67) following an interrogation of said information storage device 
64 with search terms (search criterion). 

With respect to claim 39, Kitada teaches the search results from consulting 
device 67 in the search station 
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The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 30, 31, 37 and 39 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Kitada further in view of Lee (2002/0138475). 

With respect to claims 30 and 31 , Kitada teaches all of the subject matter upon 
which the claim depends except for the upper and lower limits as claimed according to 
the search criterion. 

Lee teaches defining a lower and upper limit value (alphabetical or ordered 
results) for data quantity to be searched according to a criterion (explained at para. 21 
and 32); and setting the data quantity (single grouping of search results, according to 
paragraph 32, at the bottom). 

Since, Kitada and Lee are related in that they both use search criteria to search 
for different documents, the purpose of setting an upper and lower limit would have 
been recognized by Kitada as set forth by Lee. 
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It would have been obvious to modify manager 60 of Kitada to include software 
or hardware of Lee for implementing the setting of the upper and lower limits for 
determining the quantity of the data that is desired for searching and printing as clearly 
set forth by Kitada. 

With respect to claim 37, Kitada teaches all of the limitations upon which the 
claim depends except for the use of synonyms. 

However, Lee teaches IP Thesaurus module 312 for providing synonyms as well 
as Boolean (OR) operator for allowing the user to provide synonyms. 

Since Kitada and Lee are both directed toward search criterion, the use of a 
Thesaurus module would have been contemplated by Kitada for providing synonyms for 
searching. 

It would have been obvious to one of ordinary skill in the art to modify the 
manager 60 of Kitada so that it is connected to a synonym module for providing 
synonyms according to the search strategy that a user 70 determines (according to 
Kitada) as set forth by Lee. 

With respect to claim 39, see search results (consulting element 67). See also 
the middle of para. 38. 
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3. 

Claims Objected 

Claims 24, 25, 35, 40-44 are objected to as being dependent upon a rejected base 
claim, but would be allowable if rewritten in independent form including all of the 
limitations of the base claim and any intervening claims. 
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4. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jerome Grant II whose telephone number is 571-272- 
7463. The examiner can normally be reached on Jerome Grant II from 9:00 to 5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, David K. Moore, can be reached on 571-272-7437. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 



